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Remarks 

Claims 1-24 are pending in the application. Claims 12-15 stand rejected under 35 U.S.C, 
1 02(b) Its being anticipated by U.S. Pal. No. 2,473,065 to Miller. Claims 1 , 2, 4-1 1 and 1 8-24 
slaiKl rejected under 35 U.S.C, 103(a) as being unpatentable over Miller in view of U,S, Pat. No. 
5,284,372 to IJri. Claims 3, 16 and 17 stand rejected under 35 U.S.C. 103(a) as being 
unpaicntijble over Miller as modified by Lin, and further in view of U.S. Pat. No. 2,427,909 to 
IIowelL Claims 1-7, 10 nnd 20-22 stand rejected under 35 U.S.C, 103(a) as being unpatentable 
over Howell in view of liin. Tho Applicant respectfully traverses the rejections of Claims 1-24. 
as discus.sed below. 

L Ciaintx 12-15 Are Noi Aniicipaied by Miller 
Claims 12-15 stand rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Pat. No. 
2,473,065 to Miller. Each of these claims recites a "spindle having an inside end and an outside 
end, wherein tlic insido cjid of the spindle inwarfly extends a substantial distance from the inside 
face oflhc garage door " and "an oflset actuator yoke having a central hub portion on the inside 
end of the spindle, and having opposed ends, wherein the central hub is proximate to the inside 
end of tlio spindle and the opposed ends are substantially proximate to the inside foce of tlie 
garage door,'* The specification describes one embodiment of the offset yoke a$ follows: 
'J'hc yoke 1 OS includes a central hub portion 109 and two opposed radially 
extending ends 1 10, 1 1 1 . The ends are configured to receive fasteners 1 1 7, 1 19. 
llic ends 1 10, II 1 are axially oTfset from the hub portion 1 09 by an axial distance 
''V as shown in Figure 1 1 . The offset ends 1 10. 1 1 1 of the yoke 109 pennit flie 
cj^ds 1 1 0, 1 11 to be closely proximate to an inside face 2b ofji door 2, 
(p. 0,1. 20 -p. 7» I. 2) 

nie lock described in Miller does not include an offset actuator yoke having a central 
hub portion on the inside end of tho spindle, and having opposed ends, wherein tlie central hub is 
proximate to the insidts end of ihe spindle and the opposed ends arc substantially proximate to 
tho inside face of the garage door, as recited in Claims 12-15. To the contrary^ tho circular cam 
20 of Miller is described as being "in the form of a disc." (Col. 2, 11. 5-8) A circular disc has no 
'^opposed ends" as required in Claims 12-15. Tn addition, the hub portion 19 of the circular cam 
20 and the cam disc 20 of Miller are positioned together proximate to the center of a shaft 22, 
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and arc not offset as rcquirvid by Claims 12-15. la addition, the hub portion 19 ofMiller is not 
on a» inside end of a .spindW as required by Claims 1 2-1 5. 

TItereforo, Miller docs not disclose every limitation recited in Claims 12-15, and the 
rejection of Claims 12-15 under 35 U.S.C. 102(b) should be withdrawn, 

//, The Office ActioriNas Not Made Out a Prima Facie 
Case of Obviousness As To Claims J -I J and 16-24 

The Examiner has the burden lo establish a pruna facie case of obviousness when 
rejecting claims under 35 U,S,C. § 103(a). See MPEP 2142. To establish a prima facie ease of 
obviousness, three basic criteria musl be met. Seo MPEP 2143. First, Qicre must be some 
sng.eosljon or motivation, citlier in the references themselves or in the knowledge gonemlly 
fivnllablo (0 one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. See Id, hidccd, the proposed modification cannot render the prior art unsatisfactory 
for ils inlcndcd purpose and cannot change the principle of operation of a reference. See MPEP 
2143.01. Sccondj there must be a reasonable expectation of success. 5£?e MPHP 2143. Finally, 
the prior art reference (or references when combined) must teach or suggest all llie claim 
limitations. See Id. The teaching or suggestion to make tlie claimed combination and tlie 
reasonable expectation oCsuccess must both be found in the prior art, not in applicant's 
disclosure. See Id. (citing /n re VaecK 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)). 

A. Ctaims /, Z 4-11 and J 8-24 ate Paientable Over Milter in View of Lin 
Claims 1, 2, 4-1 1 and 18-24 stand rejected under 35 U,S.C. 103(a) a£ being unpatentable 
over Miller in view of U.S. Pal. No. 5,284,372 to Lfn. Tlie Office action stales, "It would have 
been obvious to one ofordinary skill in the art at the time the invention was made to provide an 

inside push button lock on the inside handle 25 ofMiller, in view of the teaching of Lin " 

Miller describes a garage door locking system that is substantially similar to the prior art 
locking system described in Applicant's specification (p, 2, 1.17 - p. 3, 1 13) and shown in Figs. 
5 and 8. As explained in Applicant's specification, such systems "cannot be locked or unlocked 
from ihe inside of a garage door...." Indeed, the structure of the Miller device prevents the 
addition of the inside lock of Lin. Liu describes a yokeless locking mechanism that is unsuitable 
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for use with lockbars or Jatch cables. Accordingly, there is no teaching or suggestion in the 
references for the proposed modificalion of Miller. In addition, the proposed modification 
renders the Miller device unsatisfactory for its intended purpose. The teaching or suggestion to 
make Ihc claimed combination and the reasonable expectation of success must both be found in 
the prior art, not in applicajit's disclosure. Otherwise, the rejection is based on impermissible 
hindsight, TJicnsfore, the Office Action does not establish a pr 'una facie case of obviousness, and 
Ihc rejection ofclaims 1, 2, 4-1 1 and 18-24 under 35 U.S,C. 103(a) should be withdrawn. 

H, Claims 3, 16 and 17 are Patentable Over Miller and Lin in Vjefv of Howell 
Claims 3, 16 and 17 stand rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Miller as modi Tied by Lin, and further in view of U.S. Pat. No. 2,427,909 to Howell. Tlie Office 
Action slates "it would have been obvious to one of ordinary skill in the ait at the time the 
invention was made to provide a key cylinder for the outside lock 40, 41 of Miller, in view of the 
teaching of Howell.'* 

Miller and Howell each describe a garage door locking system that is substantially 
similar to the prior ai't locking system described in Applicant's specification (p. 2, i, 17 - p. 3, 1. 
13) and shown in I-'igs. 5 and 8. As explained in Applicant's specification, such systems "cannot 
be locked or unlocked from the inside of a garage door..-," (p. 3, 1. 10) hidccd, tlic structure of 
the Miller and Howell devices prevent the addition of the inside lock of Lin. Lin describes a 
yokelcss locking mechanism that is unsuitable for use wiUi lockbars or latch cables. 
Accordingly, iliero is no teaching or suggestion in the references for the proposed modification to 
Miller in view of Lin. and further in view of Howell. In addition the proposed modification of 
the Miller and Lin devices renders Ihem.unsalisfactory for their intended puiposcs. The teaching 
or suggestion to make the claimed combination and the reasonable expectation of success must 
both be found in the prior art, not in applicant's disclosure. Otherwise, Ihe rejection is based on 
impcnnissiblo hindsight. Therefore, the OITice Action docs not establish a prima facie case of 
obviousness, and the rejection ofclaims 3, 16 and 17 under 35 U.S.C. 103(a) should be 
withdrawn, 
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C Claims 1-7. 10 and 20-22 are Patentable over Howell in View of Lin 

Claims 1-7, 10 and 20-22 sland rejected under 35 U.S.C, 1 03(a) as being unpatenlablc 
over Howell in view of Lio. The Office action states, "It would have been obvious to one of 
ordinary skill in the ail at the time tlic invention was made to provide an insido lock on the inside 
liandlc of Howell, in view of the leaching of F.in..,/' 

As discussed immediately above, Howell describes a garage door locking system thai is 
substantially similar to the prior art locking system described in Applicant's specification (p, 2, 
1.17 - p. 3, L 13) and shown ii\ Figs, 5 and 8. As explained in Applicant's specification, such 
systems "cannot be locked or unlocked from the inside of a garage door» . . Indeed, the structure 
of the Howell device prevents the addition of the inside lock of I-in, Lin describes a yokclcss 
locking mcchanis?n that is unsuitablo for use with lockbai s or latch cables- Accordingly, there is 
no teachini; or suggestion in the references for the proposed modification lo Ilowell. In addition 
the proposed modification of the Miller and Lin devices renders them unsatisfacloiy for their 
iotciulcd purposes. The leaching or suggestion to make the claimed combinalion and the 
reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure, Othei'wisc, the rejection is based on impermissible hindsi^it, 'J hcrcfore, the Office 
Aclion does not establish a prima facie case of obviousness, and the rejection of claims 1-7, 10 
and 20-22 under 35 U,S.C. 103(a) should be withdrawn. 
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Conclusion 



Applicant believes this case is now in condition for the immediate allowance of Claims 1- 
24, and such action is respectfully requested. If any issue remains unresolved, however. 
Applicant's attorney welcomes the opportunity for a telephone interview to expedite allowance 
and issue. 
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